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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

This action is responsive to communications filed 04/05/2010. Claims 1-32 represent 
System and method for determining weak membership in a set of computer nodes. 

Reopening of Prosecution 
Examiner acknowledges the Board of Patent Appeals and Interferences Decision submitted 
04/05/2010. In view of the decision mailed 04/05/2010, PROSECUTION IS HEREBY 
REOPENED. New grounds of rejection are set forth below. 

To avoid abandonment of the application, applicant must file a reply under 37 CFR 1.113 

Claim Interpretation 

Usage of the language "if 5 is noted in the claims. Applicant's are reminded that such 
language represents a conditional limitation that suggests or makes optional but does not require 
the step to be performed (i.e. returning, if it is fully connected... if the next most desirable 
solution is fully connected, as in claim 17). See MPEP § 2106 II C. Therefore, Applicant's are 
reminded that the claim scope is not limited by such language and are advised to amend the 
claim language as intended by Applicant's claimed invention. 

Claim Objections 

Claims 1, 10, 18 and 25 are objected to because of the following informalities: Claim 8 
recites "arriving at the same optimum membership as the other nodes but independently of the 
other node." Examiner advises Applicant to amend the claim language in a clearer manner (i.e. 
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each node arriving at the same optimum membership as the other node, wherein each node 
arriving independently of the other nodes.) 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

Claims 1-32 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. Exemplary claim 1, recites "determining an optimum membership," however the 
claim is unclear as to the membership of what or in what (i.e. membership in a group of nodes). 

Exemplary claim 1 also recites "at least two nodes, each node including logic for 
undertaking method acts comprising:." The claim is unclear as to the structural limitations of the 
nodes, as the phrase "for undertaking method acts comprising:.." appears to be merely a 
statement of intended use. Examiner also suggests Applicant amend the claim language to 
specifically claim each node performing the logic. 

Exemplary claim recites the limitation ,! the determining act" in lines 4 and 5. The claim 
is unclear as to which determining act is referred to as being converged (i.e. the determining a 
system topology or determining an optimum membership). 

Exemplary claim 1 recites "converging with the determining act on "all other nodes," in 
line 5. The claim is unclear as to what "other nodes" Applicant refers to, as the claim merely 
requires at least two nodes, it is not clear whether "other nodes" refers to a separate set of nodes 
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in the system. The recitation "the other nodes," in line 6 lacks proper antecedent basis for the 
limitation in the claim. 

Exemplary claim 9 recites "means for determining the most desirable solution. . The 
term "desirable" in claim 9 is a relative term which renders the claim indefinite. The term 
"desirable" is not defined by the claim, the specification does not provide a standard for 
ascertaining the requisite degree, and one of ordinary skill in the art would not be reasonably 
apprised of the scope of the invention. 

Claims 10-17 are rejected under 35 U.S.C. 1 12, second paragraph. Claim element of 
exemplary claim 10 recites "means for receiving. ..means for determining" is a means (or step) 
plus function limitation that invokes 35 U.S.C. 112, sixth paragraph. However, the written 
description fails to clearly link or associate the disclosed structure, material, or acts to the 
claimed function such that one of ordinary skill in the art would recognize what structure, 
material, or acts perform the claimed function. It appears Applicant's node 12 (see instant 
specification, Figure 4) is the corresponding structure for the means disclosed in independent 
claim 10, however the specification lacks any explicit definition of the node being tied to 
hardware. Therefore, as the claim is unclear to one of ordinary skill in the art whether the recited 
structure, material, or acts in the claim are sufficient for performing the claimed function. 

Exemplary claim 17 recites "means for iteratively determining plural solutions; means for 
determining which solution is most desirable. . .means for returning the most desirable 
solution..." 

Applicant is required to: 
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(a) Amend the claim so that the claim limitation will no longer be a means (or step) plus 
function limitation under 35 U.S.C. 1 12, sixth paragraph; or 

(b) Amend the written description of the specification such that it clearly links or 
associates the corresponding structure, material, or acts to the claimed function without 
introducing any new matter (35 U.S.C. 132(a)); or 

(c) State on the record where the corresponding structure, material, or acts are set forth in 
the written description of the specification that perform the claimed function. For more 
information, see 37 CFR 1.75(d) and MPEP §§ 608.01(o) and 2181. 

Exemplary claim 25 recites "executing the optimization at the first node and the second 
node such that each node must arrive at the same optimization as the other node..." Regarding 
the phrase "such that.., "renders the claim indefinite because it is unclear whether the limitations 
following the phrase are part of the claimed invention. See MPEP § 2173.05(d). Furthermore, 
the word "must" does not clearly indicate that a node actually arrives but rather appears to 
suggest the intention of node arrival. Examiner advises the Applicant to amend the claim 
language to clearly define Applicant's intended invention. 

Claim 25 also recites the limitation "the other node" in line 5. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 
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Claims 1-32 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 

Exemplary claim 1, use of the word "system" or "nodes" does not inherently mean that 
the claim is directed to a machine. Only if at least one of the clamed elements of the system is a 
physical part of a device can the system as claimed constitute part of a device or a combination 
of devices to be a machine within the meaning of 35 U.S.C. 101 . 

In the instant case, the specification fails to provide specific definition of the computer 
system and furthermore states in the instant specification that n the present invention may be 
personal computers made by International Business Machines Corporation (IBM) of Armonk, 
N.Y., or any computers..." statutory under 35 U.S.C. 101. Applicants are advised to add a 
computer processor coupled to a storage medium (i.e. non-transitory storage or memory) in order 
to provide at least one hardware element of the claimed system. 

Similarly, exemplary claim 10 recites "a computer program device: comprising a 
computer program storage device..." Applicant's instant specification indicates that the 
"program storage device may be RAM or a magnetic or optical disk or diskette, DASD array, 
magnetic tape, electronic read-only memory or other appropriate data storage device . 
Furthermore, the use of the word "device" does not inherently mean that the claim is directed 
towards a machine. Applicants are advised to add a computer processor coupled to a storage 
medium (i.e. non-transitory storage or memory) in order to provide at least one hardware element 
of the claimed system. 

Exemplary claim 18 recites a method "comprising the acts of: providing each node with a 
random seed... and at the first and second node, using the random see" to arrive at a membership 
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in the system of nodes. . The instant claim fails the machine-or-transformation test which is a 
two-branched inquiry. It may be shown that a process claim satisfies 35 USC 101 by showing 
that a claim is tied to a particular machine or by showing that a claim transforms an article into a 
different state or thing. As to the first prong (machine), the Examiner cannot find any showing 
that these claims are attached to a specific machine (i.e. Claim 1 is drawn towards " a method of 
providing. . .comprising the acts of: providing each node. . .using the random seed to arrive. . .") 
The instant claim does not appear to be inherently tied to a particular machine. As to the second 
prong (transformation), the process claims do not transform a physical article into a different 
state or thing. The process claims are merely manipulating abstract data without regard to any 
physical article or object. Applicant's are advised to amend the claim language to include 
wherein the nodes are tied to a processor and memory. Therefore, claims 1 8-24 have been held 
to be non-statutory. 

Exemplary claim 25 recites "a method for establishing, at least first and second nodes in a 
system of nodes. . .executing the optimization at the first node and the second node..." The 
instant claim does not explicitly define the executing of the method as being performed by a 
processor having memory stored thereon. For example, the executing may be performed by a 
compiler or software as such, and software per se is non statutory. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
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matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

Claims 1-2, 4-8, and 10-32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Le Boudec (US Patent No. 6016306) in view of Moiin et al (US Patent No. 6449641 Bl). 

As per claim 1, Le Boudec teaches a computer system, comprising: at least two nodes, 
each node including logic for undertaking method acts comprising (col. 1, lines 6-10, in which 
the switched based computer network consists at least source and destination nodes 
perform the topology function (logic for undertaking logic), see col. 5, lines 27-28, figure 
lb): 

a system topography (col. 1, lines 8-9, to determine the path from the source node to 
the destination nodes, and col. 5, lines 27-28, figure lb, includes topology function 
corresponds to system topography); determining an optimum membership based on the 
topography (col. 4, lines 57-67, col. 5, lines 1-6, in which the widest-path metric and the 
shortest path (optimum membership) method corresponds to the determining an optimum 
membership based on the topography), 

However, Le Boudec does not teach determining act at each node converging with the 
determining act on all other nodes with each node arriving at the same optimum membership as 
the other nodes but independently of the other nodes. 

Moiin teaches teaches determining act at each node converging with the determining act 
on all other nodes with each node arriving at the same optimum membership as the other nodes 
but independently of the other nodes (Abstract, col. 4, lines 15-43, and col. 9, lines 20-22 
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where Moiin teaches a membership algorithm which provides a sequence number that is 
the same for all nodes allowing each node to arrive at cluster membership unanimously). 

Accordingly, it would have been obvious to one of ordinary skill in the networking art at 
the time of the invention was made to have incorporated Le Boudec's teachings to the teaching 
of Moiin, for the purpose of "determining an optimal arrangements" of nodes without 
inconsistent agreement (col. 1, lines 40-48). Furthermore, for the purpose of providing relatively 
optimal configuration by allowing each node to have complete information regarding the 
potential member nodes of a new cluster (Abstract). 

A per claim 2, Le Boudec-Moiin, comprising more than two nodes, the determining act 
being based on a seed (Moiin: sequence number), the seed being the same for each node such 
that each node uses the same seed as every other node in determining the optimum membership, 
such that the optimum membership arrived at by each node is the same membership arrived at by 
every other node (Moiin: col. 9, lines 20-22). 

As per claim 4, Le Boudec-Moiin teaches wherein each node includes a link state module 
undertaking the act of determining a topology and an optimization module undertaking the act of 
determining an optimum membership, the link state module sending the topology to the 
optimization module (Moiin: col. 2, lines 30-34, col. 6, lines 26-35 and col. 6, lines 58-62, col. 
7, lines 10-19, col. 8, lines 42-53). 

As per claim 5, Le Boudec-Moiin teaches wherein the link state module at each node 
communicates with at least one link state module at another node in the system (Moiin: col. 6, 
lines 26-35). 
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As per claim 6, Le Boudec-Moiin teaches wherein the link state module communicates 
with a database of links and nodes (col. 6, lines 26-35). 

As per claim 7, Le Boudec-Moiin teaches wherein elements in the database is 
periodically refreshed (Moiin: col. 8, lines 41-45). 

As per claim 8, Le Boudec-Moiin teaches wherein each node includes an event manager 
receiving the optimum membership from the optimization module, the optimum membership 
being used by the event manager during system operations (Moiin: col. 8, lines 42-53). 

As per claim 10-17, claims 10-17 recites substantially the same limitations as claims 1 
and 3-9, but in device rather than system form. Therefore, the rejection for claims 1 and 3-9 
applies equally as well to claim 10-17. 

As per claims 18-24, claims 18-24 recites similar limitations as claims 1-5 and 8-9. 
Therefore, the rejection for claims 1-5 and 8-9 applies equally as well to claims 18-24. 

As per claims 25-32, claims 25-32 recites similar limitations as claims 1-5, and 8-9. 
Therefore, the rejection for claims 1-5 and 8-9 applies equally as well to claims 25-32. 

Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
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skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

Claims 3 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Le 
Boudec - Moiin et al (US Patent No. 6449641 Bl) in view of Bradley (US Patent No. 6,360,259 
Bl). 

As per claim 3, Le Boudec-Moiin discloses the invention substantially as claimed. 
However, Le Boudec-Moiin does not explicitly disclose wherein the act of determining an 
optimum membership is undertaken using a randomized simulated annealing technique. 

Bradely discloses wherein the act of determining an optimum membership is undertaken 
using a randomized simulated annealing technique (col. 3, lines 31-45). 

Accordingly, it would have been obvious to one of ordinary skill in the networking art at 
the time of the invention was made to have incorporated Le Boudec-Moiin' s teachings to the 
teaching of Bradley, for the purpose of arriving at optimal arrangement, the annealing algorithm 
allows for "topology factors" used in the function to determine optimal connection of processors 
(col. 3, lines 31-45). 

As per claim 9, Le Boudec-Moiin-Bradley teaches wherein the method acts undertaken 
by the optimization module further include: iteratively determining plural solutions; determining 
which solution is a most desirable solution (col. 3, lines 31-45); returning the most desirable 
solution if it is fully connected; otherwise returning a next most desirable solution if the next 
most desirable solution is fully connected (col. 3, lines 31-45). 



CONCLUSION 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joiya Cloud whose telephone number is 571-270-1 146. The 
examiner can normally be reached Monday to Friday from on 7:30am-5 :00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Vaughn can be reached on 571-272-3922. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-3922. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access 
to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 
(toll-free). 
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Art Unit 2444 May 3, 2010 

/William C. Vaughn, Jr./ 

Supervisory Patent Examiner, Art Unit 2444 
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